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ATTORNEY DOCKET NO. K655, K654 

 

IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE  

BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD  

 

 

OMEGA S.A. (OMEGA AG) 

(OMEGA LTD), 

                             Opposer, 

 

                v. 

 

ALPHA PHI OMEGA, 

                             Applicant. 

  

 

Mark:  ALPHA PHI OMEGA and design 

Opp. No.:  91197504 (Parent) 

Serial No.: 77950436 

 

 

 
 

OMEGA S.A. (OMEGA AG) 

(OMEGA LTD), 

                             Opposer, 

 

                v. 

 

ALPHA PHI OMEGA, 

                             Applicant. 

 

  

 

 

 

Mark:        AΦΩ 

Opp. No.:  91197505 (Child) 

Serial No.: 77905236 

 

 
 
 

DECLARATION OF OREN GELBER 
IN SUPPORT OF OPPOSER’S RULE 56(D) MOTION 

 
 I, Oren Gelber, declare and state, under penalty of perjury, as follows: 

 1.  I am an attorney at Collen IP, attorneys for Omega S.A. (Omega AG) (Omega Ltd.), 

(“Opposer”) in the above referenced action.  The facts set forth in this declaration are personally 

known to me and I have first hand knowledge thereof.  If called as a witness, I could and would 

competently testify to all the following facts that are within my personal knowledge. 
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 2.  On July 29, 2014, Opposer filed a Motion to Preclude Unjustifiably Delayed 

Discovery Production and Motion to Compel.  

 3. Prior to filing its Motion to Compel on July 29, 2014, Opposer’s counsel and 

Applicant’s counsel held three meet and confer conferences to discuss outstanding discovery 

issues.   These meet and confer conferences were held on July 12, 2013, October 16, 2013, and 

July 9, 2014. 

4. At each of these conferences, Opposer sought assurances from Applicant’s 

counsel that no documents or information were being withheld.  Applicant’s counsel repeatedly 

attested to the fact that it was not withholding any documents and information and that what it 

had produced was what it had. D.E. 59, p. 2-3, 4, 7 and Declaration of Oren Gelber in Support of 

Motion to Compel at ¶ 20.  However, Applicant’s counsel repeatedly resisted making such 

statements in writing. Id. 

5. It was thus necessary for Opposer to file a Motion to Preclude Unjustifiably 

Delayed Discovery and Motion to Compel on July 29, 2014, in order to obtain an Order to avoid 

undue prejudice and surprise to Opposer. 

6. On July 29, 2014, Applicant filed a Motion for Summary Judgment. 

 7. Applicant’s Motion seeks judgment on Opposer’s claim of a likelihood of 

confusion and dilution. 

 8.    Applicant’s Motion contains statements with respect to Applicant’s channels of 

trade.   

 9. Applicant’s Motion contains statements with respect to the sophistication of 

Applicant’s customers. 



3 
 

 10. Applicant’s Motion contains statements with respect to third party use of marks 

containing Ω and/or OMEGA. 

 11. Applicant’s Motion contains statements with the conditions of Applicant’s sales.   

 12. Applicant’s Motion contains statements with respect to the target market of 

Applicant’s goods.   

13. Applicant’s authorized licensee, Daniel Shaver, makes statements in his 

declaration and provides exhibits relating to the trade channels, conditions of sales, licensing, 

target market and sophistication of the consumers of fraternities and sororities that use an Omega 

symbol.   

14. Applicant’s declarant, Carol Miraglia, makes statements in her declaration and 

provides exhibits relating to third party use of Ω and/or OMEGA, conditions of sales for 

fraternities and sororities, licensing, types of goods sold by fraternities and sororities, target 

markets and trade channels.              

15. Applicant’s declarant, Janine Wampler, makes statements in her declaration and 

provides exhibits relating to third party use of Ω and/or OMEGA, conditions of sales for 

fraternities, licensing, types of goods sold by fraternities, target markets and trade channels.              

16. Applicant’s declarant, Wynn Smiley, makes statements in his declaration and 

provides exhibits relating to third party use of Ω and/or OMEGA, conditions of sales for 

fraternities and sororities, licensing, types of goods sold by fraternities and sororities, target 

markets and trade channels.             

 17. The mere fact that Applicant relies on statements relating to material within the 

declarations (such as use of the OMEGA or Ω mark by third parties, consumers, sales, channels 

of trade, and conditions of sales) in its Motion indicates that the facts are essential and that 
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Opposer is entitled to discovery as outlined in the accompanying Rule 56(d) Motion.  

Specifically, Applicant claims the dispositive factors include the dissimiliarity of trade channels, 

sophistication of consumers, and the number and nature of similar marks in use on similar goods.  

See D.E. 58 at page 11.  Applicant further claims that third party use is an important element in 

the dilution claim.  See D.E. 58 at page 17.     

 18. Opposer requires discovery, to know if there are genuine issues of material fact 

with respect to Applicant’s statements and the statements of Wampler, Smiley, Shaver, and 

Miraglia about third party use, consumers, sales conditions, and channels of trade.  If Applicant 

were to have timely produced these materials during discovery, Opposer may have had the 

proper information to be able to oppose Applicant’s Motion for Summary Judgment.   

 I declare under penalty of perjury under the laws of the United States of America that the 

foregoing is true and correct.  

 Executed September 2, 2014 at Ossining, New York. 

 

       _________________________ 

               Oren Gelber 

 
 
 
 
 
 
 
 
 




